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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E3 Responsive to communication(s) filed on 20 December 2004 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E3 All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This is written in reference to application number 10/642576 filed on August 19, 2003 and published as 
US 2004/0048190 Al on March 11, 2004. 

Response to Amendment 

1. Claims 1-8 are currently pending. 

Priority 

2. The translation of foreign priority document(s) JP 2002-241946 has (have) been entered and fully 
considered 

3. The said translation is sufficient to perfect the priority date of August 22, 2002. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

. (a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being obvious over Momota et al. (US 
6743562 B2) in view of Tan et al. (US 6740470 B2). Momota teaches a positive photoresist composition 
conqmsing (a) a resin, which decomposes by the action of an acid and at least one compound, represented 

^^=K — O — 0 2 S 3 S 

by formula ( 1 ) ^ and at least one compound represented by formula (2) 

f I 

JU— S— C— 8— % 

9 ^ d and generates an acid by exposure to active rays or radiation (c. 2, 1. 1-46). It is the 
examiner's position that taught formula (1) and taught formula (2) meet the limitations of claimed 
formula (1) and (3), respectively. Preferred resin of taught resin (a) include resins 1-4 
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wherein X is selected from the acid decomposable group (X), 
(XI), (X2) and (X3), wherein those of the formula (X) are preferred 
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<X3> 
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1 

(c. 3, 1. 39-c. 6, 1. 67). It is the examiner's position that formula (X) 
meets the limitations of claimed formula (X). In the taught invention, the content of repeating units 
having a group of formula (X) in such a resin is preferably in the range of 5-50 mol%, more preferably 5- 
30 mol% based on the whole repeating units (c. 6, 1. 56-59), thereby meeting the limitations of instant 
claim 6. As the component (b), the compound of the formula (1) and the compound of the formula (2) 
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are added at a molar ration of 90/10 to 15/85, preferably 80/20 to 20/80, more preferably 70/30 to 40/60 
[instant cl. 5]. The compound (1) is added in an amount of 0.5-7 wt%, preferably 0.5-5 wt.% more 
preferably 1-4 wt.% based on the solid content of the composition [instant cl. 3]. The compound (2) is 
added in an amount of 0.5-7 wt.%, preferably 0.5-5 wt.% more preferably 1-4 wt.% based on the solid 
content of the composition [instant cl. 4] (c. 19, 1. 65-c. 20, 1. 12). An organic basic compound may be 
employed to improve storage stability and to reduce the fluctuations of the line width due to PED [instant 
cl. 7] (c. 20, 1. 23-67). The taught composition is applied to a substrate after being dissolved in a suitable 
solvent. The formed layer is then exposed through a certain mask, developed by baking whereby a 
satisfactory resist pattern can be formed (c. 23, 1. 35-c. 24, L 1 1). See examples 1-16. 
6. Momota teaches all the limitations of the instant claims except it fail to teach the use of a 
fluoroaliphatic-group containing polymeric compound as set forth in the instant claims. Tan et al. (US 
'470 B2) teaches a positive photosensitive resin composition comprising a fluoroaliphatic group 
containing copolymer containing a repeating unit of monomer (i) represented by formula (1) 



poly(oxyalkylene) acrylate and a poly(oxyalkylene) methacrylate. Rl of formula (1) is hydrogen or a 
methyl group; X is O, S or -N(R 2 )-; m is an integer of 1-6; n is an integer 2 or 3; and R2 is a hydrogen 
atom or an alkyl group having 1 to 4 carbon atoms (c. 4, 1. 59-c. 5, 1. 17). Tan teaches that the addition 
of the fluoroaliphatic containing polymer improves uniformity of the formed layer, provides a high 
contrast image without reducing the sensitivity and improves the inking property (c. 4, 1. 15-58). It is the 
examiner's position that taught formula (1) meets the limitations of claimed formula (2). 
7. One of ordinary skill in the art would have been motivated by the teachings of Tan to incorporate 
a fluoroaliphatic group containing copolymer comprising formula (1) and having at least one of a 




O — X — 




and a repeating unit (ii) having at least one of a 
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poly(oxyalkylene) acrylate and a poly(oxyalkylene) methacrylate into the composition of Momota in 
order to improve the uniformity of the taught layer and to provide a high contrast image without reducing 
the sensitivity. 

8. The applied reference of Momota has a common inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 1. 132 
that any invention disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not claimed in the 
reference, prior to the effective U.S. filing date of the reference under 37 CFR 1.131; or (3) an oath or 
declaration under 37 CFR 1.130 stating that the application and reference are currently owned by the 
same party and that the inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with.37 CFR 1.321(c). For applications filed on or after 
November 29, 1999, this rejection might also be overcome by showing that the subject matter of the 
reference and the claimed invention were, at the time the invention was made, owned by the same person 
or subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Response to Arguments 

9. Applicant's arguments filed December 20, 2004 have been fully considered but they are not 
persuasive. Applicants argue that the perfection of the foreign priority date serves to overcome the cited 
prior art. The examiner respectfully disagrees. The primary reference to Momota et al (US 6743562 B2) 
has an effective filing date of March 15, 2002 and the secondary reference of Tan et al. (US 6740470 B2) 
has an effective filing date of February 8, 2002 both which are before the foreign priority date of August 
22, 2002. 
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10. Applicants also argue that there is no motivation to combine the teachings of Momota and Tan 
because Tan does not disclose or suggest that the taught benefits are derived from the combined use of the 
specific fluorine based polymer with another specific polymer such as disclosed in Momota. Tan teaches 
that the composition comprising taught fluorine based polymer also contains a conpound, which 
decomposed upon irradiation with actinic rays or radiation to generate an acid. Suitable examples of the 
said compound include polymer compounds containing members selected from the group consisting of 
repeating acetal or ketal in the main chain (c. 48, 1. 23-57). It is the examiner's position that this teaches 
encompasses the resin of Momota, which decomposes by the action of an acid (c. 2, L 1-46). Therefore, 
one of ordinary skill in the art would expect that the taught fluorine-based polymer of Tan would be 
suitable in combination with the taught resin composition of Momota. One of ordinary skill in the art 
would have been motivated by the teachings of Tan to incorporate a fluoroaliphatic group containing 
copolymer comprising formula (1) and having at least one of a poly(oxyalkylene) acrylate and a 
poly(oxyalkylene) methacrylate into the composition of Momota in order to improve the uniformity of the 
taught layer and to provide a high contrast image without reducing the sensitivity. 

1 1 . The rejection of record is maintained 

Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

13. A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Yvette C. Thornton whose telephone number is 571-272-1336. The examiner can normally 
be reached on Monday-Thursday 8-6:30. 

15. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Cynthia H. Kelly can be reached on 571-272-1526. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

16. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http ^/pair- 
direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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